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Remarks 

Claims 87-100, 103-116 and 121-123 are pending. Support for the amendment to claims 87 and 121 can 
be found in the instant specification at paragraph [0054]. 

Rejection under 35 U.S.C. § 112, first paragraph 

Claim 95 is rejected under 35 U.S.C. § 112, first paragraph, as failing to comply with the written 
description requirement. Applicant traverses said rejection. 

Applicant's previous response regarding the written description requirement and starch derivatives was 
considered by the Office, but subsequently stated that "no actual evidence was presented to support 
applicant's assertion that starch derivatives were well known in the art" (see, the August 12, 2009 Office 
Action, page 5, lines 1-5) (emphasis in original). 

Applicant submits that starch derivatives were well known in the art at the time of filing. For example, 
the "Encyclopedia of Food and Color Additives," George A. Burdock, Volume I, A-E, 1997, 695-697 
recites a number of well known starch derivatives, including hydroxyethyl starches, cationic starches, 
starch acetates, starch succinates, starch phosphates, hydroxypropyl starches, and etherified starches 
(Appendix A). The individual derivatives are described along with the properties of said derivatives. 

It is well settled in the law that to meet the "written description" requirement all that is required is that a 
skilled artisan understands that the inventor was in possession of the claimed invention at the time of 
filing, and even if every nuance of the claims is not explicitly described in the specification, the adequate 
written description requirement is still met. Ex parte Parks, 30 USPQ2d 1234, 1236-37 (B.P.A.I. 1993). 
Clearly, starch derivatives and their properties were well known in the art at the time of filing and the 
skilled artisan, considering the present application, would be able to determine an applicable starch 
derivative. Accordingly, applicant is in compliance with the written description requirement. 

Applicant respectfully requests the withdrawal of the rejection of claim 95 under 35 U.S.C. §1 12, first 
paragraph. 

Claim Rejections under 35 U.S.C. § 102(b) 
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Claims 121 and 122 are rejected under 35 U.S.C. 102(b) as being anticipated by Nakatsuka et al. (U.S. 
Patent No. 4,076,846; hereinafter, Nakatsuka). Applicant traverses said rejection 

Applicant has amended claim 121 to recite: 

"A particle comprising alginate and a starch-emulsifier complex, 
wherein the starch-emulsifier complex is partially or completely 
insoluble." 

It is well established, as a matter of law, that a claim is anticipated only if each and every element as set 
forth in the claim is found, either expressly or inherently described, in a single prior art reference. 
Verdegaal Bros. v. Union Oil Co. of California, 2 U.S.P.Q.2d 1051, 1053 (Fed. Cir. 1987). 

Nakatsuka described a water-soluble , edible thermoplastic molding composition that includes a starch 
material, an inorganic salt of a protein, an organic plasticizer and an edible lubricant. A water-soluble 
material such as Nakatsuka' s is mutually exclusive of applicant's particle that includes a partially or 
completely insoluble complex and as such, Nakatsuka cannot anticipate applicant's claim 121. 

Accordingly, applicant respectfully submits that claim 121 is patentably distinguishable over Nakatsuka. 
Withdrawal of this rejection under 35 U.S.C. §102(b) is requested. 

Claim Rejections under 35 U.S.C. § 103(a) 

1. Claims 87-96, 98, 103, 104, 108-112, and 114 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kurzinger (U.S. Patent No. 6,303,175; hereinafter, Kurzinger) in view of Nakatsuka. 
Applicant traverses said rejection. 

Claim 87 has been amended to recite: 

"An animal feed composition comprising a particle, wherein such 
particle comprises alginate and a starch-emulsifier complex, wherein 
the alginate comprises from about 0.5 to about 2.0 percent by wet 
weight of the particle, the emulsifier comprises a ratio to the starch 
from about 1:10 to about 10:1, and the starch-emulsifier complex is 
partially or completely insoluble." 
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It is initially noted that the Examiner has impliedly suggested that one skilled in the art considering 
Kurzinger and Nakatsuka would knowingly select alginate from a laundry list of gel formers and 
plasticizers from Kurzinger and Nakatsuka, respectively. It is unclear why one skilled in the art 
considering Kurzinger and Nakatsuka would knowingly select alginate from each list, especially when the 
favored gel former in Kurzinger is agar agar and the favored plasticizer in Nakatsuka is water or glycerol. 
The Examiner's ability to know that one skilled in the art would select alginate from the lists is 
questionable and suggests that the Examiner has resorted to hindsight reconstruction in an attempt to 
produce a prima facie case of obviousness, which is legally impermissible. 

With regards to the starch-emulsifier complex, according to the Examiner, the term "complex" has not 
been given a special definition in the instant application. Applicants vigorously disagree. As recited in 
paragraph [0054], the starch-emulsifier complex is in the form of a partially or completely insoluble 
complex. Accordingly, Nakatsuka teaches away from forming a partially or completely insoluble 
complex because Nakatsuka relates to the formation of a water-soluble material . It is impossible to have 
applicant's partially or completely insoluble complex and still have a water-soluble material, which is 
required by Nakatsuka. Moreover, assuming Kurzinger intended the feed form to be insoluble, Nakatsuka 
teaches away from Kurzinger. If Kurzinger intended the feed form to be soluble, then Kurzinger also 
teaches away from forming applicant's partially or completely insoluble complex. 

Moreover, assuming Kurzinger intended the feed form to be insoluble, there is no reason for the skilled 
artisan to combine Kurzinger with Nakatsuka because Kurzinger teaches an insoluble product while 
Nakatsuka teaches a water-soluble product. The Examiner is respectfully reminded that prior art must be 
considered as a whole, and as such, the Examiner is not allowed to cherry-pick useful teachings from 
Kurzinger and useful teachings from Nakatsuka in an attempt to establish a prima facie case of 
obviousness. Based on the Examiner's proposed combination, applicant questions, should the final 
product be insoluble per Kurzinger or water-soluble per Nakatsuka? This is an important question when 
you consider the reasonableness of combining two pieces of prior art and what the expectation of success 
will be. Assuming the final product of the Examiner's proposed combination were insoluble, Nakatsuka 
would be rendered unsatisfactory for its intended purpose. As such, a prima facie case of obviousness 
cannot exist. See In re Gordon, 733 F.2d 900, 221 USPQ 1125 (Fed. Cir. 1984). 

Assuming Kurzinger teaches a water-soluble product, there is no reason to believe that the combination of 
Kurzinger and Nakatsuka teaches a partially or completely insoluble complex, as claimed by applicant 
herein. 
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Therefore, the combination of Nakatsuka and Kurzinger fails to teach the invention claimed herein, and 
the Examiner has failed to present a prima facie case of obviousness in view of Kurzinger and Nakatsuka. 
Therefore, applicant respectfully requests that the rejection under 35 U.S.C. 103(a) in view of Kurzinger 
and Nakatsuka be removed. 

2. Claims 87, 97-100, 103, 105-107, 113, 115 and 116 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kurzinger in view of Nakatsuka as applied to claims 87-96, 98, 103, 104, 108-1 12, and 
114 above, and further in view of Villamar et al. (WO 02/00035; hereinafter, Villamar). Applicant 
traverses said rejection. 

Villamar is directed to a bioactive food complex product, method for preparing a bioactive food complex 
product, and method for controlling disease. Notably, Villamar does not teach or suggest the inclusion of 
starch in the Villamar food complex and as such, Villamar completely fails to teach the starch- emulsifier 
complex claimed herein. Accordingly, Villamar does not cure the deficiencies of Kurzinger and 
Nakatsuka. 

Thus, the Office has failed to present a prima facie case of obviousness for applicant's claims in view of 
Kurzinger, Nakatsuka, and Villamar. As such, applicant respectfully requests that the rejection under 35 
U.S.C. 103(a) in view of Kurzinger, Nakatsuka, and Villamar be withdrawn. 

Rejoinder of Method Claims 

Applicant requests that when the product claims of the present invention are found patentable, all pending 
method of making and using claims are examined through the rejoinder procedure in accordance with 
MPEP §821.04. Rejoinder is proper when an application as originally filed discloses a product and the 
process for making and/or using such product, and only the claims directed to the product are presented 
for examination, when a product claim is found allowable, applicant may present claims directed to the 
process of making and/or using the patentable product for examination through rejoinder procedure in 
accordance with MPEP §821.04, provided that the process claims depend from or include all the 
limitations of the allowed product claims. 

Conclusion 



9 



026086-047.29US 



Applicants have satisfied the requirements for patentability. All pending claims are free of the art and 
fully comply with the requirements of 35 U.S.C. §112. It therefore is requested that Examiner Orwig, 
reconsider the patentability of all pending claims, in light of the distinguishing remarks herein and 
withdraw all rejections, thereby placing the application in condition for allowance. Notice of the same is 
earnestly solicited. In the event that any issues remain, Examiner Orwig is requested to contact the 
undersigned attorney at (919) 286-8089 to resolve same. 



Respectfully submitted, 




Tristan A. Fuierer 
Reg. No. 52,926 
Attorney for Applicants 
Moore & Van Allen, PLLC 
Telephone: (919) 286-8000 
Facsimile: (919) 286-8199 
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